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Drawings 

The drawings are objected to because Figures 1-5 contain hand-written text, 
which is hard to understand. 

Corrected drawing sheets in compliance with 37 CFR 1.121(d) are required in 
reply to the Office action to avoid abandonment of the application. Any amended 
replacement drawing sheet should include all of the figures appearing on the immediate 
prior version of the sheet, even if only one figure is being amended. The figure or figure 
number of an amended drawing should not be labeled as "amended." If a drawing figure 
is to be canceled, the appropriate figure must be removed from the replacement sheet, 
and where necessary, the remaining figures must be renumbered and appropriate 
changes made to the brief description of the several views of the drawings for 
consistency. Additional replacement sheets may be necessary to show the renumbering 
of the remaining figures. Each drawing sheet submitted after the filing date of an 
application must be labeled in the top margin as either "Replacement Sheet" or "New 
Sheet" pursuant to 37 CFR 1.121(d). If the changes are not accepted by the examiner, 
the applicant will be notified and informed of any required corrective action in the next 
Office action. The objection to the drawings will not be held in abeyance. 

Claim Rejections - 35 USC § 101 

35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

Claims 19-25 are rejected under 35 U.S.C. 101 because the claimed invention is 
directed to non-statutory subject matter. 
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Claim 19 is not limited to tangible embodiments. In view of Applicant's disclosure, 
specification page 12, paragraph 0048, lines 8-12, the machine-readable medium is not 
limited to tangible embodiment, instead being defined as including both tangible 
embodiments (e.g. ROM (EPROM), floppy diskette, CD-ROM) and intangible 
embodiment (e.g. radio frequency link). As such, the claim is not limited to statutory 
subject matter and is therefore non-statutory. 

To overcome this type of rejection the claim needs to be amended to include only 
the physical computer media and not a transmission media or any intangible or non- 
functional media (i.e. "A machine-readable storage medium having stored thereon 
instructions, ... etc."). 

The rejection for claims 20-25, being dependant on claim 19, is based on the 
same ground of rejection. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 

USPQ 459 (1966), that are applied for establishing a background for determining 

obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 
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4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

Claims 1, 8-10, 17-19, and 26 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Chu et al., U.S. Patent Appl. Pub. No. 20003/0172228 in view of Lin 
et al., U.S. Patent No. 6,192,456. 

Re claims 1 and 19 Chu discloses a method and machine-readable medium 
having stored thereon instructions, which when executed by a machine cause the 
machine to perform the following operations comprising: 

running a basic input/output system (BIOS) of a computing system; 

[Chu does not specifically state running a basic input/output system (BIOS). 
However, Chu discloses execution of typical operations after system power-up using 
POST and determining whether an extended image indicator is set using POST 
(paragraph 0041, lines 1-7) followed by partition table configuration (if required) and 
booting the operating system (paragraph 7-15, FIG. 7A). Thus, Chu discloses POST 
operations (under the control of BIOS) prior of booting the operating system, and thus 
Chu discloses running a basic input/output system (BIOS) of a computing system], 

reading a non-volatile memory coupled to the BIOS; 

[Chu does not specifically state reading a non-volatile memory coupled to the 
BIOS. However, Chu discloses an extended partition table (EPP) storing multiple 
partition entries (partition information) (paragraph 0020, lines 1-4, lines 9-12, FIG. 2B) 
for selection in order to build the desired partition configuration in the computer system 
(paragraph 0021, lines 8-15) and mapped to the master boot record using the utility 
(paragraph 0024, lines 21-23) prior of booting the operating system under the control of 
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the BIOS as described above. In, addition Chu discloses storing the EPP table on 
nonvolatile storage separate from the hard disk (paragraph 0027, lines 10-12, FIG. 3, 
106'). Thus, the partition configuration operations under the control of the BIOS access 
a non-volatile storage (memory), and thus Chu discloses reading a non-volatile memory 
coupled to the BIOS]. 

Chu fails to disclose determining if legacy partition address data is not present for 
a disk partition identified in the non-volatile memory, and if legacy partition address data 
is not present for the disk partition, executing a Legacy option read only memory 
(OPROM). 

Lin teaches populating the master boot record (MBR) with boot sector address 
data for partitions using the cylinder-head-sector (CHS) (i.e. legacy partition address) 
and logical block address (LBA) (i.e. non-legacy partition address) format (column 6, 
lines 13-16). Lin further teaches determining whether an option-ROM with a BIOS is 
present on a controller card and populating each of the boot sectors with F6 values for 
all of the variables of the boot sector (column 6, lines 16-22). On the other hand, if no 
option-ROM is present, each of the boot sectors is populated with a non-F6 value for at 
least one of the variables of the boot sector (column 6, lines 22-26). In addition, Lin 
teaches using the BIOS from the option-ROM to enable the controller card to function 
as a boot device (column 1, lines 43-45). In Lin, the above-mentioned method is used to 
prevent incorrectly misplacing of some boot sectors on the disk caused by the use of 
CHS especially when the address of the boot sector is beyond the first gigabyte of disk 
space (column 2, lines 59-66). Thus, locating a partition located beyond the first 



Application/Control Number: 10/674,983 Page 6 

Art Unit: 2116 

gigabyte without corrupting data of the other partitions is achieved (column 3, lines 27- 
30). 

It would have been obvious to one of ordinary skill in the art at the time of 
applicant's invention to use the method of detecting the presence of option-ROM and 
executing the BIOS code stored within the option-ROM when such option-ROM is 
detected, as suggested by Lin with the method and machine-readable medium having 
stored thereon instructions, which when executed by a machine cause the machine to 
perform disclosed by Chu in order to implement determining if legacy partition address 
data is not present for a disk partition identified in the non-volatile memory, and if legacy 
partition address data is not present for the disk partition, executing a Legacy option 
read only memory (OPROM). One of ordinary skill in the art would be motivated to do 
so in order to prevent corruption of data when the partition boot sector is located beyond 
the first gigabyte on the disk space. 

Re claims 10 and 26, Chu discloses an apparatus and system comprising: 

a basic input/output system (BIOS); 

[Chu does not specifically state a basic input/output system (BIOS). However, 
Chu discloses execution of typical operations after system power-up using POST and 
determining whether an extended image indicator is set using POST (paragraph 0041, 
lines 1-7) followed by partition table configuration (if required) and booting the operating 
system (paragraph 7-15, FIG. 7A). Thus, Chu discloses POST operations (under the 
control of BIOS) prior of booting the operating system, and thus Chu discloses a basic 
input/output system (BIOS) of a computing system]. 
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a non-volatile memory coupled to the BIOS; 

[Chu does not specifically state a non-volatile memory coupled to the BIOS. 
However, Chu discloses an extended partition table (EPP) storing multiple partition 
entries (partition information) (paragraph 0020, lines 1-4, lines 9-12, FIG. 2B) for 
selection in order to build the desired partition configuration in the computer system 
(paragraph 0021, lines 8-15) and mapped to the master boot record using the utility 
(paragraph 0024, lines 21-23) prior of booting the operating system under the control of 
the BIOS as described above. In, addition Chu discloses storing the EPP table on 
nonvolatile storage separate from the hard disk (paragraph 0027, lines 10-12, FIG. 3, 
106'). Thus, the partition configuration operations under the control of the BIOS access 
a non-volatile storage (memory), and thus Chu discloses a non-volatile memory coupled 
to the BIOS]. 

Chu fails to disclose a Legacy option read only memory (OPROM), wherein the 
BIOS determines if a legacy partition address data is not present for a disk partition in 
the non-volatile memory, and if legacy partition address is not present for the disk 
partition, the BIOS causes the execution of the Legacy OPROM. 

Lin teaches populating the master boot record (MBR) with boot sector address 
data for partitions using the cylinder-head-sector (CHS) (i.e. legacy partition address) 
and logical block address (LBA) (i.e. non-legacy partition address) format (column 6, 
lines 13-16). Lin further teaches determining whether an option-ROM with a BIOS is 
present on a controller card and populating each of the boot sectors with F6 values for 
all of the variables of the boot sector (column 6, lines 16-22). On the other hand, if no 
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option-ROM is present, each of the boot sectors is populated with a non-F6 value for at 
least one of the variables of the boot sector (column 6, lines 22-26). In addition, Lin 
teaches using the BIOS from the option-ROM to enable the controller card to function 
as a boot device (column 1, lines 43-45). In Lin, the above-mentioned method is used to 
prevent incorrectly misplacing of some boot sectors on the disk caused by the use of 
CHS especially when the address of the boot sector is beyond the first gigabyte of disk 
space (column 2, lines 59-66). Thus, locating a partition located beyond the first 
gigabyte without corrupting data of the other partitions is achieved (column 3, lines 27- 
30). 

It would have been obvious to one of ordinary skill in the art at the time of 
applicant's invention to use the apparatus and system for detecting the presence of 
option-ROM and executing the BIOS code stored within the option-ROM when such 
option-ROM is detected, as suggested by Lin with the apparatus and system disclosed 
by Chu in order to implement Legacy option read only memory (OPROM) wherein the 
BIOS determines if a legacy partition address data is not present for a disk partition in 
the non-volatile memory, and if legacy partition address is not present for the disk 
partition, the BIOS causes the execution of the Legacy OPROM. One of ordinary skill in 
the art would be motivated to do so in order to prevent corruption of data when the 
partition boot sector is located beyond the first gigabyte on the disk space. 

Re claims 8 and 17, Chu further teaches the method and apparatus, wherein the 
disk partition identified in the non-volatile memory that does not include legacy partition 
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address data does include non-legacy address partition data (paragraph 0022, lines 1- 
10). 

Re claims 9 and 18, Lin further teaches the method and apparatus as per claims 
8 and 17, wherein the non-legacy address partition data is address data compatible with 
logical block addressing (LBA) scheme (column 3, lines 39-43, column 6, lines 13-16). 

Allowable Subject Matter 

Claims 2-7, 11-16, and 27-30 are objected to as being dependent upon a 
rejected base claim, but would be allowable if rewritten in independent form including all 
of the limitations of the base claim and any intervening claims. 

The following is a statement of reasons for the indication of allowable subject 

matter: 

Re claims 2,11, and 27, the prior art fails to disclose or suggest, individually or in 
combination the method, apparatus, and system as per claims 1,10, and 26, wherein 
"executing the Legacy OPROM further comprises obtaining legacy partition address 
data for the disk partition that does not have an associated legacy partition address 
data". 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Stefan Stoynov whose telephone number is (571) 272- 
4236. The examiner can normally be reached on 8:00AM-4:30PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Lynne Browne can be reached on (571) 272-3670. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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